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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 4 
August 2009 has been entered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which It pertains, or with which It Is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the Inventor of carrying out his Invention. 

Claim 69 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. Support in the specification as originally filed for 
the limitation of claim 69 that the area delimiting a usable portion of the wall delimits the 
whole usable portion of the wall was not found. If support for this limitation is found in 
the specification Applicants are invited to specifically indicate where such support could 
be found. The area indicated by Applicants as supporting this limitation in the previous 
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response (page 9 lines 23-25) appears to provide support for newly added claim 70, but 
not claim 69. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 
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Claims 34-44 and 70 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wagner (DE 1 01 301 86). 

Wagner discloses a mold for slip casting a ceramic article where a slurry is 
poured into a porous body and a inflatable body is introduced into the slurry and inflated 
creating a hollow area in the ceramic being formed while a wall is delimited. This mold 
includes a permeable exterior portion as well as an impermeable interior portion (a 
liner). Wagner discloses a device holding the inner portion that could be considered a 
support (shown as reference number 9 in the figures) which appears to be made of a 
stiff material as it is able to support the liner against the pressure of the suspension until 
the green body is formed. Therefore, at least one area of the interior portion (the top 
where the support is present) would have sufficient inherent stiffness to delimit a wall of 
the preform while the slurry is cast in to the mold. 

Wagner shows the support for the liner in contact with the exterior face of the 
liner, as opposed to current claim 34 which recites that the support is in contact with the 
interior face of the liner. 

Wagner shows the liner attached to the inside of the support structure (that is, 
the support structure is in contact with the exterior of the liner) which is one of only two 
possible arrangements (that, or the support in contact with the interior of the liner as 
recited in claim 34). Thus, it would have been obvious to a person of ordinary skill in 
the art to try attaching the liner to the inside or outside of the support structure, as a 
person with ordinary skill has good reason to pursue the known options within his or her 
technical grasp. 



Application/Control Number: 10/567,489 Page 5 

Art Unit: 1791 

Referring to claim 35, Wagner shows the distance between the interior inflated 
body and the exterior mold as being close to constant across most of the mold (Fig 3). 
Since the term "substantially constant" is not defined in any greater detail by the current 
specification, this is assumed to meet the limitation of claim 35. 

Referring to claim 36, while Wagner does not specifically disclose the dimensions 
of the ceramic article created, it would be within the ability of one of ordinary skill in the 
art to adjust the distance between the inner portion and the outer mold in order to create 
an article of the desired size according to methods commonly used and understood. 

Referring to claim 37, Wagner discloses a slip casting type of mold, which one of 
ordinary skill in the art would understand means it would absorb liquid in a manner 
similar to plaster (and in fact often is plaster). 

Referring to claim 38, the inner portion is described as balloon like and is inflated 
(deformed) to achieve the final shape used to form the body. 

Referring to claim 39, the inner portion of Wagner is deflated (removed toward 
the interior) in order to remove it after the article is formed. 

Referring to claims 41 and 43, it would be obvious to one of ordinary skill in the 
art that the inner portion should be made from a material which is inert to the slurry to 
prevent any reaction from occurring and resulting in undesirable properties in the article 
formed, and silicone is a material known to be inert to ceramic slurries and capable of 
the deformation required by Wagner. 

Referring to claim 40, the selection of the materials discussed above would meet 
the limitations of claim 40. 
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Referring to claim 42, the inner portion of Wagner is removed by deflating which 
causes it to come unstuck from the article being formed. 

Referring to claim 44, the inner portion of Wagner would inherently have to have 
an air injection hole in order to perform the inflation operation described. 

Referring to claim 70, making the liner of Wagner separable would be well within 
the abilities of one skilled and obvious were it desired that the liner be able to be 
removed from the support. See In re Dulberg, 289 F.2d 522, 523, 129 USPQ 348, 349 
(CCPA 1961) (The claimed structure, a lipstick holder with a removable cap, was fully 
met by the prior art except that in the prior art the cap is "press fitted" and therefore not 
manually removable. The court held that "if it were considered desirable for any reason 
to obtain access to the end of [the prior art's] holder to which the cap is applied, it would 
be obvious to make the cap removable for that purpose."). 

Allowable Subject Matter 

Claim 69 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 1®' paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: 

Wagner does not disclose that the at least one area delimiting a useable portion 
of the wall delimit the whole useable portion of the wall (this "at least one area" being 
further defined in claim 34 as having sufficient inherent stiffness to delimit one wall of 
the preform when slurry is cast into the mold). The corresponding "at least one area" of 
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Wagner is considered to be the support structure, which delimits a portion of the internal 
wall structure, but not the whole useable portion of the wall. 

Response to Arguments 
Applicant's arguments filed 4 August 2009 have been fully considered but they 

are not persuasive. 

Applicants first argue that Wagner fails to disclose that the support is in contact 
with the interior face of the liner. Applicants further argue that if the balloon like liner of 
Wagner were fixed on the external surface of the tube the pressure inside the balloon 
would tend to detach the balloon and that very secure means of fixing the balloon to the 
tube would be needed. 

This is not found to be persuasive. As discussed above, one skilled in the art 
would find it obvious to try the only two positions for securing the balloon to the tube 
(inside the tube or outside) to achieve the predictable result of having the balloon 
attached to the tube. 

Applicant's argument that extraordinary attachment means would be needed to 
hold the balloon on the outside compared to the inside of the tube is also not found to 
be persuasive. The balloon liner of Wagner would have to be secured to the tube in 
some manner to prevent it from coming off due to the pressure whether it was attached 
to the inside or the outside of tube. The attachment means for either one would be 
common among attachment means known to those skilled in the art. 
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Applicants furtlier argue that the support means (tube of Wagner) must be rigid 
enough to support the liner, and that the support of Wagner does not hold or support the 
balloon so as to prevent collapsing. 

This is not found to be persuasive because claim 34 recites that the support be 
"made of a material rigid enough to support the liner so as to prevent the slurry from 
causing the liner to collapse". The support of Wagner does appear to have this level of 
rigidity, as shown in Fig. 2 where the tube is inserted into the slurry and the tube does 
not collapse. It is not required by the limitations of claim 34 that the support prevents 
the collapse of the entire liner, only that where the support is present that it be rigid 
enough to prevent collapse due to the slurry. Wagner does appear to meet these 
limitations. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RUSSELL J. KEMMERLE III whose telephone number 
is (571 )272-6509. The examiner can normally be reached on Monday through 
Thursday, 7:00-5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/R. J. K./ 

Examiner, Art Unit 1791 

/ Carlos Lopez/ 

Primary Examiner, Art Unit 1791 



